THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 27

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN M KN FFI'N, RON McCAULEY, RALPH H WELLS, 111
JOHN W SHERMAN and WAYNE F. LARSON

Appeal No. 96- 1657
Application 07/819, 345!

ON BRI EF

Bef ore KRASS, JERRY SM TH and LALL, Adninistrative Patent
Judges.

LALL, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe Examner's final rejection of clains 1 through 47

The invention relates to secure entry systens and

! Application for patent filed January 9, 1992.
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met hods, particularly electronic real estate |ockboxes.
Lockboxes are provided with electronic | ockout |ist menories
identifying keyholders that are to be denied entry to the

| ockbox. \Whenever a keyholder tries to access the | ockbox
using his electronic key, the key IDis conpared with the key
| Ds stored in the lockout list. In one aspect of the

i nvention, the lockout list is continuously updated to avoid
access by a stolen key. A real estate agent contacts the
central station using a renote nmeans and requests advance
perm ssion to show a house. The central station then checks a
mast er dat abase of user qualifications to determ ne whet her
that particul ar agent should be granted permission to access
that particular house, i.e., |ockbox and responds accordingly.
I n anot her aspect of the invention, a pocket pager is adapted
to al so serve as an electronic key for a secure access system
A conventional pager additionally includes a comunication
interface for interfacing wwth a secure entry system |In

anot her enbodi nent, a cellular telephone is used in lieu of an
el ectronic key. In such systens, the lock is provided with a
radi o receiver through which it receives unl ocking
instructions. A real estate agent uses a cellular tel ephone
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to transmt a tone-nodul ated signal. The tones issued by the
cellular tel ephone are received and serve to unlock the

| ockbox.

Clainms 1, 16 and 17 are selected as representative of the
i nvention and are reproduced bel ow

1. A nmet hod of operating a secure entry system the
systemincluding a | ock that controls access to a secure area,
the systemfurther including a central station, the nethod
conprising the steps:

est abl i shing communi cati on between the central station
and a user renote fromthe central station

identifying to the central station the |Iock to which the
user seeks access, said identifying not requiring the user be
in proximty with the | ock;

verifying access qualification of the user to the central
wor k station;

transmtting to the lock a radio authorizing signal to
aut horize the user to access the area secured by the | ock;

identifying the presence of the user at the | ock; and

operating a nmechani smassociated with the lock to aid in
entry to the area secured by the | ock.

16. An apparatus useful with a paging systemand with a
secure entry system the secure entry systemincluding a | ock
mechani sm the apparatus conprising a housing that includes
t herein:

a battery;
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data processing circuitry coupled to the battery;

a receiver adapted to receive nessages, including radio
frequency pagi ng nessages, targeted to the apparatus, the
recei ver having a power input coupled to the battery and a
data out put coupled to the data processing circuitry;

a signaling device to alert a user of a received nessage,
t he signaling device being coupled to the data processing
circuitry;

menory circuitry having stored therein authorization data
that is useful in operating the secure entry system said
menory circuitry being coupled to the data processing
circuitry;

a communi cations interface adapted to transfer data
bet ween the apparatus and the secure entry systemso that the
| ock nmechani sm may be activated, the comunications interface
bei ng coupled to the data processing circuitry; and

means for rendering the apparatus unable to activate the
| ock mechani sm unl ess the apparatus is provided, fromtinme to
time, with new authorization dat a;

wherei n the apparatus can serve both as a pagi ng nessage

receiver and as an access device for a secure entry system

17. A nethod of operating a secure entry system the
secure entry systemincluding an access control device that
has a radi o receiver, processing circuitry, and a |ock
mechani sm associ ated therewith, the nethod conprising the
st eps:

operating a cellular tel ephone to nake a radi o broadcast,
the radi o broadcast including signal tones nodul ated thereon;

recei ving said broadcast including signal tones;
provi di ng data signals corresponding to the received
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signal tones to the processing circuitry associated with the
access control device;

operating the | ock nmechanismin response to said provided
data signals; and

storing data relating to the | ock operation in a nenory,
the data indicating at |east the date the | ock was oper at ed.

The Exami ner relies on the follow ng reference:

Wi te 4,275, 385 Jun. 23, 1981
Henderson et al . (Henderson) 4,766, 746 Aug. 30, 1988
Mar i an 4,962, 522 Cct. 9, 1990
Ryoi chi et al.(Ryoichi) 5, 113, 427 May 12, 1992

(filed Aug. 24, 1990)

Mari no, “Pager and Garage Door Opener Conbi nation”, MOTOROA,
Techni cal Devel opnents, vol. 10, p. 36 (March 1990).
(Hereafter, referred to as "Mtorola"” for consistency).

Clainms 16 and 22 through 27 stand rejected under 35
U S C
§ 103 over Modtorola and Henderson.

Clainms 1 through 8 and clains 28 through 33 stand
rejected 35 U.S.C. § 103 over Wite.

Clainms 17 through 21, clains 1 through 15 and cl ains 28
t hrough 47 stand rejected under 35 U.S.C. 8§ 103 over Ryoichi,
Mari an and Hender son.

Rat her than repeat the argunents of Appellants or the
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Exam ner, we nmake reference to the briefs? and the answer for
the respective details thereof.
CPI NI ON

We have considered the rejections advanced by the
Exam ner and the supporting argunents. W have, |ikew se,
reviewed the Appellants' argunents set forth in the brief and
the reply brief.

It is our viewthat the rejection under 35 U.S.C. § 103
over White is affirmed with respect to clains 1 through 5 and
28 through 31, but reversed with respect to clainms 6 through
8, 32 and 33; the rejection under 35 U. S.C. § 103 over
Mot orol a and Henderson is affirnmed with respect to clains 16
and 22 through 27; and the rejection under 35 U.S.C. § 103
over Ryoichi, Marian and Henderson is reversed with respect to
claims 1 through 15, 17 through 21 and 28 through 47.
Accordingly, we affirmin part.

In rejecting clains under 35 U. S.C. § 103, the Exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

2 Areply brief was filed on Jan. 22, 1996 [paper no. 21]
and was entered in the record [paper no. 26].
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USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or ot her

nmodi fication. See In re Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally available to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,

1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8§ 103 nust rest on a factual basis with these facts being

interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The Exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
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deficiencies in the factual basis for the rejection. See In

re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Qur review ng court has

repeat edly cauti oned agai nst enpl oyi ng hi ndsi ght by using the
Appel lant's disclosure as a blueprint to reconstruct the
clainmed invention fromthe isolated teachings of the prior

art. See, e.dq., Gain Processing Corp. v. American

Mai ze- Products Co., 840 F.2d 902, 907, 5 USP(Rd 1788, 1792

(Fed. Gr. 1988).

Wth this as background, we analyze the prior art applied
by the Exam ner in the rejection of the clains on appeal.

The Exam ner has rejected all the clains under 35 U S. C
§ 103 over various conbinations of Mdtorola, Henderson, Wite,
Ryoi chi and Marian. Appellants have elected that claim4
stands or falls with claim2, clains 18 to 20 with 17, and
clainms 28, 29 and 31 with claim1l. According to Appellants,
all the other clains are patentably distinct fromeach other

[ brief, page 6].

We consider the various rejections in the sanme order as
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they appear in the brief.

A. Rejection of clains 16 and 22 through 27 over Mdtorol a and
Hender son

We treat the independent claim16 first. Wth respect to
this claim we have reviewed the Exam ner’s position [answer,
pages 4 to 5] and Appellants’ correspondi ng argunents [brief,
pages 9 to 10, and reply brief, pages 3 to 5 and 8 to 10].
Appel  ants argue that Mtorola teaches away fromthe proposed
conbi nati on because it would be a hardship on a honeowner to
have to update the data in a pager/garage door opener
periodically in order to maintain the ability to open the
garage door. W do not agree.

Initially, we note that while there nust be sone
t eachi ng, reason, suggestion, or notivation to conbi ne
exi sting elenents to produce the clainmed device, it is not
necessary that the cited references or prior art specifically

suggest maki ng the conbination (see B.F. Goodrich Co. V.

Aircraft Braking Systenms Corp., 72 F.3d 1577, 1583, 37 USPQd

1314, 1319 (Fed. Cir. 1996) and In re N lssen, 851 F.2d 1401

1403, 7 USP@2d 1500, 1502 (Fed. G r. 1988)) as the appellants

woul d apparently have us believe. Rather, the test for
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obvi ousness is what the conbined teachings of the references
woul d have suggested to one of ordinary skill in the art. See

In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091 (Fed.

Cr. 1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871

881 (CCPA 1981). Moreover, in evaluating such references it
is proper to take into account not only the specific teachings
of the references but also the inferences which one skilled in

the art would reasonably be expected to draw therefrom |In re

Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).

Mot orol a contenpl ates the use of the disclosed garage
door opener in business, or even an opener for a door on
vehi cl es such as delivery trucks. Certainly, it would have
been desirable to permt only the authorized person to access
such a door, and, in a business setting, the |ist of
aut hori zed persons to access the door would, of necessity,
change continuously. W, therefore, find that the conbi nation
of Motorola and Henderson is justified and the obvi ousness
rejection of claim16 over Mtorola and Henderson i s proper.

Wth respect to the dependent clainms 22 to 27, the
Exam ner has stated that they contain features which are well
known and conventional in the art of access control, and
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nor eover are shown by Henderson [answer, page 5]. Appellants
have not presented any specifics as to why these features are
not well known and conventional. |In fact, Appellants only
contend that “the mere existence of a feature in the prior art
does not render obvious all conbinations including that
feature.” [brief, page 11]. Regarding claim22, the only
claimin this group addressed individually by Appellants,
Appel l ants state that Henderson does not show the feature
added by this claim W disagree. Henderson shows key 14 to
update the | ockout list [colum 20, line 54 to colum 21, line
7], and the keys on the key pad 14 can serve as the contacts

t hrough whi ch new aut hori zati on data can be provided. W find
clains 23 and 24 are net by the sane cite of Henderson. The
feature clained in claim25 is shown by figure 13 of

Henderson. The battery in Mtorola can be considered to power
the |l ock mechanism claim?26. Wth respect to claim 27,

Hender son shows such access systemfor a real estate | ockbox.
In the absence of any specific rebuttal to the Exam ner’s
position on these clains, the obviousness rejection of clains

22 through 27 over Mdtorola and Henderson is justified.
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B. Rejection of clains 1 through 8 and clains 28 through
33 over Wiite

We consider the rejection of the independent claiml1. W
have considered the Exam ner’s position [answer, pages 5, 6
and 14] and Appellants’ correspondi ng argunments [brief, pages
12 to 15 and reply brief, pages 3 to 5 and 8 to 10].
Appel l ants argue that Wiite s personnel |ocator systemis
conpletely different and fails to suggest many of the clai ned
conbi nati ons. As an exanple, Appellants contend that Wite
fails to show “identifying to the central station the lock to
whi ch the user seeks access” [claim1, |line 6], and “said
identifying not requiring the user be in proximty with the
lock;” [claiml, line 6 to 7]. However, we agree with the
Examner. Caim1l calls for a nethod of operating a secure
systemincluding a lock that controls access to a secure area,
the systemfurther including a central station. The nethod
conprises a nunber of steps including the two substeps argued
by Appel |l ants above. Wite does control the access to a
secure area. Locks CL1 ... CL256 [figure 1] are enployed for
t hat purpose. As for the first substep, we note that a

transmtter [the user] transmits an identifying signal. This
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si gnal and anot her signal regarding the information about the
receiving station [the lock] are sent to the central station,
which verifies if that user has an authorized access to the

| ock. [White, colum 2, lines 2 to 66]. |If that validation
fails, the user experiences a | ockout, otherw se the user is
al l oned access. As for the second substep, i.e., said
identifying not requiring the user be in “proximty wth the
| ock”, the clause “proximty with the lock” is a relative term
and White contenplates that transmtter units T1 through T256
[figure 1] periodically communicate ... to renote [not

proxi mate] receiver stations Rl through R2564. [ Colum 5,
lines 20 to 23].

Appel l ants further argue that failure of Wiite to use
radio signals to communi cate between the transmtters and the
receiving stations is an indication that Wiite teaches away
fromthe invention of claiml. [Brief, page 14]. W agree
with the Exam ner in that even though White does not use radio
comuni cati on between the transmtters and the receiving
stations, it does clearly teach that renote receiver stations
can communi cate with control unit Cl over wire, cable or by

radio transmssion. [Colum 5, lines 38 to 40]. W find that
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this suggestion justifies that it woul d have been obvious, to
one of ordinary skill in the art at the time of the invention,
to use radio transm ssion between the transmtters and the
receiver stations in place of the infrared signals. This is
so because the prior art need not show each and every el enent
of the invention. Additionally, we observe that an artisan
must be presuned to know sonet hi ng about the art apart from

what the

references disclose (see In re Jacoby, 309 F.2d 513, 516, 135

USPQ 317, 319 (CCPA 1962)) and the concl usion of obvi ousness
may be made from "common knowl edge and comon sense" of the

person of ordinary skill in the art (see In re Bozek, 416 F.2d

1385, 1390, 163 USPQ 545, 549 (CCPA 1969)). Moreover, skill
is presuned on the part of those practicing in the art. See

In re Sovish, 769 F.2d 738, 743, 226 USPQ 771, 774 (Fed. G

1985) .

Thus, we concl ude that the obviousness rejection of claim
1 over Wiite is proper.

Wth respect to claim2, Wiite shows the receiver station
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bei ng authorized by the central processor to grant access for
atime window [colum 12, lines 2 to 9]. Caim3 calls for a
timer being programmed by a radio signal to the lock for a
time window [of access]. W find that Wite, at colum 11
line 66 to colum 12, line 9, sets up a tinme w ndow for access
to the secure area, a tinmer being inherent to acconplish the
operation of such a tine wwndow Claim4 falls with claim?2
above. For claimb5, Wite does show the | oggi ng access data
to the operation of the |ock mechanism[colum 2, line 66 to
colum 3, line 6]. Thus, we conclude that the obviousness
rejection of clainms 2 through 5 over Wiite is also

sust ai nabl e.

Regarding clainms 6 to 8, we agree with Appellants [brief,
pages 19 to 21] that Wihite does not show or suggest these
features. The Exam ner has not pointed to any specific place
in Wiite for these features and we have not found themin
White. Therefore, the obviousness rejection of clains 6
t hrough 8 i s not sustainable.

Wth respect to clainms 28, 29 and 31, they fall with

claiml1. Regarding claim30, Wiite, at colum 11, line 67 to
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colum 12, line 9, teaches that a signal is sent to the |ock
[receiving station] to programa specific tinme w ndow for
access to the secure area. Therefore, the obviousness
rejection of clains 28 through 31 over Wiite i s sustained.
Regarding clainms 32 and 33, we have reviewed the
Exam ner’s position [answer, pages 6 and 11 to 14] and the
Appel  ants' correspondi ng argunents [brief, pages 22 and 23].
The Exam ner has not identified any portions of Wite, or
gi ven any specific argunents, for his position and
consequently Appell ants have not made any factual argunents.
We also do not find any support in Wiite for the Exam ner’s
position. Consequently, we do not sustain the obviousness

rejection of clainms 32 and 33 over Wite.

C. Rejection of clains 1 through 15, clains 17 through 21 and

clains 28 through 47 over Ryoichi, Marian and Henderson

At the outset, we agree with Appellants that these three
references are not properly conbinable [brief, page 8 and
reply brief, pages 4, 5, 8 to 10]. The Exami ner’s contention
to the contrary is not convincing [answer, page 14]. Ryoich

relates to an automatic | ocking systemfor an autonobile, only
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limted authorization is required and nothing is contenpl ated
about multiple authorization for multiple users as required in
accessing a real estate | ockbox. The second reference,

Mari an, has nothing to do with any kind of secure access
system but rather, deals with an electronic controller for
sprinkler systenms. There may be numerous applications where
Marian’s device, having the capability of generating a single
pagi ng signal containing plural control signals to contro

pl ural systens, can be used, however, there is no suggestion,
explicit or otherwise, that it can be conbined with a single
| ock system di scl osed by Ryoichi. The third reference,

Hender son concerns the electronic real estate | ockbox system
The purpose of Henderson's systemis so different and diverse
fromthat of Ryoichi’s systemthat we find no reason to

justifiably conbine Henderson with Ryoichi.

The Federal Circuit has stated that “[the] nere fact that
the prior art may be nodified in the manner suggested by the
Exam ner does not nmake the nodification obvious unless the
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prior art suggested the desirability of the nodification.” In
re Fitch, 972 F.2d 1260, 1266 n. 14, 23 USPQd 1780, 1783-84

n.14 (Fed. Cr. 1992), citing In re Gordon, 773 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Cir. 1984). “Ooviousness may not be

establ i shed using hindsight or in view of the teachings or

suggestions of the inventor.” Para-Odnance Mg. V. SGS

|nporters Int’l, 73 F.3d 1087, 37 USPQ 2d at 1239 (Fed. Cr

1995), citing W_L. Gore & Assocs., v. Garlock, Inc., 721 F.2d

at 1551, 1553, 220 USPQ at 311, 312-13 (Fed. Cir. 1983).

Thus, we find that the Exam ner has not established a
case for conbinability of these references. Nevertheless, we
review the argunments of the Exam ner and Appellants in regard
to the rejection based on the conbination of Ryoichi, Mrian
and Hender son.

We start with the rejection of the independent claim1.
We have reviewed the Exam ner’s position [answer, pages 7 to
11] and Appel  ants’ correspondi ng argunents [brief, pages 23
to 27]. Ryoichi does not teach the Iimtations: “verifying
access qualifications of the user to the central station”
[claim1, line 8]; and “identifying the presence of the user
at the lock” [claim1, line 11]. The Exam ner has not
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expl ai ned how the addition of Henderson and Marian neets these
l[imtations. Therefore, we conclude that the rejection of
claim1 under 35 U S.C. 8 103 over Ryoichi, Mrian and
Henderson is reversed. Since clainms 2 through 8 and clains 28
through 33 contain at least the sane limtations, being
dependent on claim1l1, their rejection under 35 U.S.C. § 103
over Ryoichi, Mrian and Henderson is al so reversed.

Wth respect to the independent claim9, we have
consi dered the Exam ner’s position [answer, pages 8 to 9] and
Appel I ants’ correspondi ng argunments [brief, pages 25 to 27].
We concl ude that the conbination of Ryoichi, Mrian and
Hender son does not neet the limtations: “verifying access
qualifications of the user to the central station” [claim?9,
line 7]; and “transmitting to the key a radi o enabling signal
so as to enable the key to access the lock” [claim9, lines 8
to 9]. Therefore, the obviousness rejection of claim9 and
its dependent clains, 10 to 15 and 41 to 47, over Ryoichi,
Mari an and Henderson is reversed.

Regardi ng the i ndependent claim 17, we have studied
Exami ner’s rejection and argunents [answer, pages 7 to 8] and
Appel l ants’ corresponding rebuttal [brief, pages 30 to 31].
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One of the limtations of claim17 is: “storing data relating
to the |l ock operation in a nmenory, the data indicating at
| east the date the | ock was operated.” [Caim17, lines 10 to
11]. Even though Henderson individually shows the storing of
a log of data relating the use of the lock to access the
secure area [figure 13], the Exam ner has not shown how this
feature of Henderson can be conbined with Ryoichi. Simlarly,
t he Exam ner does not explain how Marian’s systemwth the
capability of generating a single paging signal carrying
plural control signals can be conbined with Ryoichi to neet
the limtation: “providing data signals corresponding to the
recei ved signal tones to the processing circuitry associ ated
with the access control device;” [claim17, lines 7 to 8].
Therefore, we reverse the obviousness rejection of claim17
and its dependent clains, 18 to 21 and 34 to 40, over Ryoichi,
Mari an and Hender son.

In summary, we have affirmed the Exam ner regarding the
rejection of clainms 1 through 5, and 28 through 31 under 35
U S C 8 103 over Wite, and reversed with respect to clainms 6
through 8, 32 and 33 under 35 U.S.C. 8§ 103 over Wite. W
have also affirmed the Exam ner with respect to clains 16 and
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22 through 27 under 35 U. S.C. § 103 over Mtorola and
Henderson. However, we have reversed the Exam ner with
respect to the rejection of clainms 1 through 15, 17 through 21
and 28 through 47 under 35 U. S.C. 8 103 over Ryoichi, Marian
and Hender son. Accordi ngly, the decision of the Exam ner
rejecting clains 1 through 47 under 35 U.S.C. §8 103 is
affirmed in part.

No time period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

PARSHOTAM S. LALL
Adm ni strative Patent Judge

ERROL A. KRASS )
Adm ni strative Patent Judge )
)
)
JERRY SM TH ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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